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Code not included in this action can be found 



The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-2 and 4-5 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

The new matter added to claim 1 is the limitation "larger than 0.01% by weight and 
smaller than 3% by weight" because the specification does not literally define this range. 
Although the specification defines a range of "0.01% by weight to 3% by weight", this range is 
inclusive of the endpoints but the newly amended claimed range is exclusive of said endpoints, 
thus the newly amended range is not literally supported by the original disclosure. 

Claims 1-4 are rejected under 35 U.S.C. 103(a) as obvious over Inoue et al. (672) in view 
of Sasaki. 

Inoue et al. (672) teach in section [0022] -[0049], a composition comprising silica 
(claimed amount), 0.005-0.3 wt% of a water soluble polymer, an alkaline compound and water. 
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The water soluble polymer is not specifically limited, but hydroxyethyl cellulose is specifically 
defined. Combinations of water soluble polymers can be used in a ratio. 

Sasaki teaches in colunm 21, line 9-column 22, line 45 and the claims, a composition 
comprising silica (claimed amount), ammonia, water and at least one water soluble polymer (20- 
1000 ppm). Polyethylene oxide and hydroxypropyl cellulose are specifically defined as the 
water soluble polymeric material. The molecular weight of the polymer is also defined. 

The primary reference teaches that a combination of water soluble polymers can be used 
and specifically mentions hydroxyethyl cellulose. Since polyethylene oxide is a well known 
water soluble polymer, as shown by the secondary reference, it use in combination with 
hydroxyethyl cellulose is within the scope of the reference and obvious to the skilled artisan. 
This is apparent because the reference specifically states that combinations of water soluble 
polymers can be used. In addition and assuming arguendo about this, the combination aspect 
would have been obvious because it is prima facie obvious to combine two or more materials 
disclosed by the prior art to form a third material (combination of water soluble polymers) that is 
to be used for the same purpose. In re Kerkhoven 205 USPQ 1069. With respect to the amounts, 
since the above combination is obvious, the individual amounts must fall within the primary 
reference range for the entire water soluble polymer, thus as can be seen the individual amounts 
can fall within the claimed range. In other words, if the total polymer concentration is to be 
within the reference range, this suggests that the individual amounts can be any and all amounts 
as long as the total amount is within that range. With respect to the molecular weight, the 
reference teaches that the molecular weight (of hydroxyethyl cellulose which is explicitly 
defined) is at least 1 00,000, thus reading on the claimed molecular weight. With respect to the 
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polyethylene oxide, as defined above, this component is obvious and the molecular weight of this 
component would have also been obvious because Sasaki teaches that polyethylene oxide, as a 
water soluble polymer for polishing compositions, is known to have a molecular weight of 
100,000 (the same molecular weight defined in the primary reference). In view of this, one 
reading the primary reference would have appreciated the use of any water soluble polymer 
(known in polishing compositions) having the molecular weight defined therein obvious. The 
teachings that the water soluble polymers may be used in combination (see primary reference), 
thus makes the claimed combination obvious. Finally, with respect to instant claim 2, the 
primary reference implies that the abrasive is highly pure, thus reading on this limitation 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as obvious over Sasaki in view of Inoue 
et al. (672). 

Sasaki teaches in column 21, line 9-column 22, line 45 and the claims, a composition 
comprising silica (claimed amount), ammonia, water and at least one water soluble polymer (20- 
1000 ppm). Polyethylene oxide and hydroxypropyl cellulose are specifically defined as the 
water soluble polymeric material. The molecular weight of the polymer is also defined. 

Although the primary reference fails to literally define hydroxyethyl cellulose, this 
material is a known cellulose derivative water soluble polymer, as shown by the secondary 
reference, and the substitution of one water soluble cellulose derivative (hydroxyethyl cellulose) 
for another (hydroxypropyl cellulose as in the case of the primary reference) is obvious and well 
within the scope of the skilled artisan. In addition, the secondary reference teaches the 
fimctional equivalence between hydroxyethyl cellulose and hydroxypropyl cellulose in polishing 
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compositions and the substitution of functional equivalent materials is also well within the scope 
of the skilled artisan. With this (hydroxyethyl cellulose) being obvious, the primary reference 
clearly implies that a combination of water soluble polymers can be used, thus making the 
claimed combination obvious. With respect to the amounts, since the above combination is 
obvious, the individual amounts must fall within the primary reference range for the entire water 
soluble polymer, thus as can be seen the individual amounts can fall within the claimed range. In 
other words, if the total polymer concentration is to be within the reference range, this suggests 
that the individual amounts can be any and all amounts as long as the total amount is within that 
range. With respect to the molecular weight, the reference teaches that the molecular weight (of 
polyethylene oxide which is explicitly defined) is at least 100,000, thus reading on the claimed 
molecular weight. With respect to the hydroxyethyl cellulose, as defined above, this component 
is obvious and the molecular weight of this component would have also been obvious because 
Inoue et al. teaches that hydroxyethyl cellulose, as a water soluble polymer for polishing 
compositions, is known to have a molecular weight of 100,000 (the same molecular weight 
defined in the primary reference). In view of this, one reading the primary reference would have 
appreciated the use of any water soluble polymer (known in polishing compositions) having the 
molecular weight defined therein obvious. Finally, with respect to instant claim 2, the primary 
reference implies that the abrasive is highly pure, throughout the disclosure, thus reading on this 
limitation. 

Applicant's arguments with respect to claims 1-5 have been considered but are moot in 
view of the new groxmd(s) of rejection. 
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The ODP rejections have been withdrawn because the copending claims are silent with 
respect to the amounts and molecular weights of the hydroxyethyl cellulose and polyethylene 
oxide. However, if the claims are amended to remove the new matter, as defined above, the 
ODP rejection can be reinstated. 

In view of the teachings as set forth above, it is still the examiners position that the 
references reasonably teach or suggest the limitations of the rejected claims. 

A reference is good not only for what it teaches but also for what one of ordinary 
skill might reasonably infer from the teachings. In re Opprecht 12 USPQ 2d 1235, 1236 
(CAFC 1989); In re Bode USPQ 12; In re Lamberti 192 USPQ 278; In re Bozek 163 USPQ 
545, 549 (CCPA 1969); In re Van Mater 144 USPQ 421; In re Jacoby 135 USPQ 317; In re 
LeGrice 133 USPQ 365; In re Preda 159 USPQ 342 (CCPA 1968). In addition, "A reference 
can be used for all it realistically teaches and is not limited to the disclosure in its preferred 
embodiments" See//i re Van Marter, 144 USPQ 421. 

The subject matter as a whole would have been obvious to one having ordinary skill in 
the art at the time the invention was made to have selected the overlapping portion of the range 
disclosed by the reference because overlapping ranges have been held to be a prima facie case of 
obviousness, see In re Malagari, 182 U.S.P.Q. 549; In re Wertheim 191 USPQ 90 (CCPA 
1976). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Marcheschi whose telephone number is (571) 272- 
1 374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more informaUm^about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on^exess to the Private PAIR 
system, contact the Electronic Business Center (EBC) at S66-2l7-9l^^oll'frcQ). 

1 2/05 MiciJaef^Marcheschi 
MM Primaryfexaminer 

Art Unit 1755 



